The Antigua & Barbuda Trade Marks Act, No. 18 of 2003

IN THE MATTER OF APPLICATION NO.479/2009 BY CARIBEBEAN IDOL (ANTIGUA
AND BARBUDA IDOL) INC. TO REGISTER THE TRADEMARK:

AND

IDOLS

THE QPPOSITION OF THE REGISTRATION BY FREMANTLEMEDIA LTD.
Decision No. 172013

The Registrar, Miss Ricki Camacho, Antigua & Barbuda Intellectual Property &
Commerce Office
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On October 30, 2009 CARIBBEAN IDOL (ANTIGUA & BAREBUDA [DOL) INC.
applied to register this trademark in black and white:

In accordance with the Nice Agreement, application for registration was made in
class 25 for: Clothing; Footwear; Headgear and in Class 41: Education and
Entertainment.

The CARIBBEAN IDOL mark was published in the Antigua & Barbuda Official
Garette on November 17, 2011, It included the disclaimer for the word
“Caribbean”,

On February 15, 2012, Mrs. Susan F. Hall of Sanhall Trade Marks Ltd. filed on
behalf of FremantleMedia Ltd, a notice of cpposition procesdings against
CARIBBEAN IDOL (ANTIGUA & BARBUDA IDOL) INC.

The notice of copposition and statement of grounds filed on behalf of
FremantleMedia Ltd on February 15, 2012 claims that the Opponent,
FremantleMeadia Ltd, is the sale lawful proprieter in Antigua and Barbuda and
threughout the world of the trademark "IDOLS". The opponent’s tradermark has
for many years been extensively used and advertised in many countries
throughout the world including Antigua and Barbuda, to distinguish its goods and
sarvices from those of its competitors.

FremantleMedia Ltd. in its ground contends that words "Caribbean ldol” which is
its dominant elemeant of the applied for trademark is descriptive.  They contend
that the most important and dominant element is their client's trade mark IDOL.

The opponents are of the apinicn that the use of the mark "CARIBBEAN |DOL"
iz likely to deceive andfor cause confusion between the goods and services of
the applicant on the cne hand and the cpponent’'s goods and services on the
other, andfor will cause members of the public to infer that the opponent has in
some ways approved or licensed the applicant ar its goods and services or that
thera is some other connection between the Applicant and the Oppanant.



8) Further, Fremantle Madia Ltd. argues that the tradermark Caribbean Idal follows
the exact structure of the Opponent’s television series titles worldwide.  They
have used the examples of Canadian |dol which they use in Canada and
American ldal which they use in the United States of America and Singapaore 1dol
which they use in singapore.

9) Fremantle Media Lid. argues that the registration of the offending marks would
be unlawful in terms of Section 3(2)(v) and 3(2)iv of the Antigua & Barbuda Trade
Marks Act 2003.

10} The IDOLS trademark was registered in Antigua and Barbuda on the 8" day of
August, 2005, It was registered under the Trade Mark Act, Cap 435 as the new
Act was not yet in force.

11)Fremantle Media Limited is the registered proprietor of the trademarks "IDOLS"
in Antigua & Barbuda,

12)The trade mark application was filed for on August 8, 2005, |In class 39 in respect
of the fallowing goods: Paper, Staticnary and Boekbinding. This class was taken
from the classification system that existed at that time. The Registry now uses
the MICE Classification in regards to goods and services,

13}t was published in the Antigua & Barbuda Official Gazette on the a" of June,
2008, There was no objection taken concerning this trade mark by any third

party.

14)The IDOLS trademark was registered in Antigua and Barbuda in Class 29 in
respect of the following goods: Paper, Stationary and bookbinding.

1531t iz to be noted that the old Trademark Act in Anfigua & Barbuda did not provide
far services marks.,

16)When the Antigua & Barbuda Trade Marks Act 2003 came into force service
marks were allowed to be registered in Antigua & Barbuda.

17}t should alse be noted that FremantleMedia Ltd. could have applied for services
in more recent years but has opted not to.

18)After receiving the notice of cpposition and statement of grounds filed on behalf
of FremantleMedia Ltd acting in accardance with the Trademark Act 2003 section
5(5) and section 12(4) of the Trade Marks Regulations of Antigua and Barbuda
2006 q letter dated February 22, 2012 was sent to the agent of the applicant (M,
Lenpworth Johnzon, attorney-at-law) notifying him of the opposition to the
registration of the mark "CARIBBEAN [DOL".



19)0n May 21, 2012 the agent representing CARIBEEAM IDOL (ANTIGUA &
BARBUDA 1DOL) INC filed a notice of Defence and Counterstatement as in
accardance with section 5(%) of the Trade mark Act 2003 and section 20 (1) of
the Trade Mark regulations 2004,

20%In the counterstaternent, Mr. Johnson, Legal counsel, for "Caribbean |dol” states
that it is denied that the opponents have for many years been exlensively used
and advertised in Antigua % Barbuda to distinguish its goods and services
(paper, stationary and bookbinding) from those of its competitors,

21) Further, they contend that “IDOLS" is different to the mark "CARIBBEAN IDOLS"
or the physical representation of the logo of "CARIBEEAN IDOL.  He states that
the mark “IDOLS" in Antigua & Barbuda does not automatically ar immediately
conjure in any citizen's mind an association with entertainment services or the
name American Idol. It states that American Idol is not registered in Antigua &
Barbuda.

22y In addition, it is argued that the physical representation of the Canbbean |dol
mark and the American |dol Mark show differences in that the font is different,
Caribbean Idol mark has been applied for in black and white in contrast to the
American |dol blue and white, while both marks are in oval in shape, the
Caribbean Idol is mark is distinctive in that stars are placed within the mark and
further, the stars form a tail on the left of the mark much like the tail of an
airplane”

Z3 It should be noted that Mr. Johnson in the Motice of Defence and
Counterstatement concedes that its mark "Caribbean ldol and services
entertainment are similar o the name and services provided by “American ldol”
but maintzins that they are not confusingly similar,” These arguments seem fo
centre on direct comparison of Caribbean Idol fo American Idal and not the mark.
IDOLS, on the Antigua & Barbuda Trade Mark Register

24100 July 26, 2012 the agent representing FremantleMedia Lid filed an application
for an extension of time application to file a Statutory Declaration in support of
the opposition proceedings. A letter dated August 1, 2012 was written to Mrs.
Susan Hall of San Hall Trade Marks Ltd. granting them an extension until
Ciclober 1, 2012.

25)The letter accompanying statutory declaration in suppart of the opposition
proceedings by Mrs. Laurie Freeland Roberts, Attorney-at-law for Fremantle
Meadia Lid. 15 dated September 28, 2012 but was stamped into the Registry on



October 2, 20M2. Permission was granted to Mrs. Laurie Freeland Roberts to file
the statutory declaration into the Registry on this date.

26)A letter dated October 5, 2012 was sent to Mr. Johnson, Aftorney —at-law for the
applicant with a copy of the statutary declaration and the exhibits in support,

27)A letter dated October 16, 2012, from Mr. Johnson was received stating that he
acknowledged the statutory declaration of Fremantle Media Ltd.

Z8)On January 17, 2013 the agent of the applicant, Mr. Lenworth Johnson sent a
letter to the Registrar of Intellectual Property and Commerce stating that the
applicant had no further evidence ta file in the matter,

28)Both parties were written on January 18, 2013 asking them if they wish to be
heard and hoth parties indicated via letters dated January 30, 2013 that they did

not wish to be heard as in accordance with section 5(8) of the Trade Marks Act
2003 and 21(8) of the Trade Mark Regulations 2008,

30 The matter will procead on the written evidence befare the Registrar.

Evidence of FremantieMedia Ltd

31)Notice of Opposition and Statement of grounds filed on February 15, 2012 by
susan F. Hall, Sanhall Trade Marks Itd.

32)Statutory  Declaration by Ms, Helen Farnaby, Company  Secretary,
FremantleMedia Ltd. who states that in her capacity as Company Secretary, she
has access to and relevant knowledge of the trademark records of
FremantleMedia Meadia Ltd and has been authorized to make this declaration.

SdjFremantleMedia Ltd. contends that it is the lawful proprietor in Antigua and
Barbuda and throughout the world of the trademark 1DOL, AMERICAN IDOL and
various other trademarks incorporating or consisting of "IDOL". Howaver, it is
noted that in Antigua & Barbuda FrementleMedia Ltd. has only “IDOLS"
registered.

34)FremantleMedia Ltd is the owner in Antigua and Barbuda of trademark
registration MNo.B5828 |IDOLS registered in class 39 for “paper, stationery,
bookbinding” with effect from 8 August 2005,

33) In paragraph 7 of the statutory declaration it is stated “the opponent is one of the
largest, international creators, producers and distributors of entertainment brands
in the warld, with lzading prime time drama, serial drama entertainment and
factual entertainment programming in over 50 territories. The Opponent has

un



production operations in over 22 countries world-wide, providing original local
programming as well as local versions of its international TV brands.”

348) Paragraph & of the statutory declaration informs us that the entertainment
includes internationally successful shows such as Idols, the X-Factor, Got Talent,
Hole in the Wall, The Price is Right and Family Feud. The general public in
Antigua & Barbuda | do believe would know most of these shows as they are
shown on television.

37) The statutary declaration from paragraphs 9 o 37 deals with its worldwide
reputation. It discusses their various marks Pop idol and American idal which
are not registered in Antigua & Barbuda.

38)In paragraph 21 of the statutory declaration it is stated that "the purpose of using
similar marks and maintaining the use of the word “idols" was to demonstrate a
commaon origin of the talent shows. In paragraph 22, it is argued that the IDOLS
format has aired 195 series across 45 terntories (including USA, Puertoe Rico and
Canada), |n paragraphs 24 and 25, it is discussed that many countries with local
versicns prefix the word “idol® with the nationality ar the name of the country.
Howeaver, this has not always been done and the use of the mark IDOL has
extensively bean used with other warding or alohe.

3 Paragraph 25 of the statutory declaration discusses the popularity and high
television viewership in countries such as Australia, Canada, the United States of
America and throughout varicus Latin American and Caribbean countries.

40 Paragraphs 29 and 30 discuss the American ldol TV show specifically.

41)FParagraphs 21 to 33 discuss the revenue and advertising revenue generated by
the trade mark |IDOLS,

42} Paragraph 32, specihcally shows, the generated sales for the years 2003
nclusive to 2009 in pounds sterling for the Caribbean and Latin American region,
In 2009, the amount is SE0,052.00 pounds steding in terms of sales for the
distribution of the American Idol tapes in Antigua & Barbuda. It would have been
very helpful for Fremantle Media Itd. to have stated where these figures have
been taken from.

43)Paragraphs 24 to 37 discuss the worldwide reputation of the IDOL talent shows.
Fremantle Media Ltd. argue that that the world reputation had been acquired in
the IDOL trademarks prior to the date of filing the Applicant's mark Caribbean
Idal (logo) on Movember 30, 2009,



44) They contend that due to the success of their show IDOLS merchandise is sold
worldwide,  "MF10" which is exhibited to the statutory declaration shows
examples of the products of the licencing werldwide of Fremantle Media Ltd.

45)In paragraphs 38 to 44 Fremantle Media Ltd. contends that it has heen very
successful in protecting and enforeing their rights as the worldwide owners of the
IDOLS trademarks and family of marks to maintain singularity of the source of
products and services offered by tham. FremantleMedia Ltd and 18 TV Ltd have
vigorously policed their rights by watching the registration of trademarks around
the world, and filing of oppositions against tradermark applicants, infringers and
cther entities attempting to trade on the worldwide reputation and goodwill of the
IDOLS trademarks.

46 FremantleMedia Ltd. contends that they have filed many oppositions against
applications for the registration of IDOLS marks and its variants by third parties in
the United States of America, Canada, Australia, United Kingdom, Pakistan and
the Philippines, all of which were successful in it claims,

47)n paragraphs 45 and 47 they contend that with reference to CARIBEBEAN 1DOL,
the slement, Caribbean, is simply descriptive and the use is likely to deceive
andfor cause confusion between goods and services of CARIEBEAN IDOL an
the one hand and FremantleMedia Lid goods and services an the other hand,
andfor will cause members of the public to infer that FremantleMedia Ltd has in
some way approved or licensed the CARIBBEAN IDOL cr its goods and services
or that therz is some other connection betwsen CARIBEEAN IDOL and
FremantleMedia Ltd.

48)FremantleMeadia Lid further contends that not only is Caribbean descriptive, but
the frademark CARIBEEAM IDOL follows the exact structure of ils television
series titles worldwide,

490n paragraphs 49 and 50 they argue that their trade marks have been in use in
Antigua since 2002 long before the Offending application was filed in 2008,

St contends that the use and reputation of the various |IDOL marks in relation to
the sale and adverizing of the television show and ancillary products including
clothing and apparel and entertainment services around the world is enormous.
FremantleMedia Ltd has gained a widespread recognition and reputation amaong
the public for the IDOL marks, not just from the television show but also from the
awareness that the public has a global knowledge of the show. It has pervasive
and extended reputation and goodwill, an a global basis, in relation to television
programmes and related products such that the trade marks 1DOL, in relation to
such activities, has become associated exclusively with FremantleMedia Lid.



51)In support of the arguments several annexes were attached to the Statutory
Declaration which included charts showing ratings and sales of the various
television senes around the warld and in Antigua and Barbuda.

SZ)FremantleMedia Ltd. contends that CARIBBEAM 1DOL is identical or confusingly

similar to its trademarks, which are well known in Antigua and Barbuda and
should therefore be denied registration.

Evidence of CARIEBEAN |IDOL

S3)Motice of Defence and Counterstaterment filed on May 21, 2012 by NMr. Lenwarth
Johnson agent and attorney for CARIEBEAN IDOL.

Sd4iln the Counterstatement, Mr. Johnson denies that FremantleMedia Lid.
trademark “IDOLS" has for many years been extensively used and advertised in
Antigua and Barbuda, to distinguish its goods and services {paper, staticnery,
bookkinding) from those of its competitaors.

S5)Mr. Johnson contends that the mark "IDOLS" is different to the mark
"CARIBBEAN IDOL". He states that the mark “IDOLS" in Antigua and Barbuda
dees not automatically or immediately conjure in any citizen's mind an
association with entettainment services or the name "AMERICAN IDOL". He
further states that the name "AMERICAN IDOL” is not registered in Antigua and
Barbuda. It is true that the name “AMERICAN IDOL" is not registered,

SB)Mr. Johnson contends that the physical representation of the "CARIEBEAN
IDOL" mark and the "AMERICAN 1DOL" mark are different. The font used in both
marks are different; the CARIBBEAN IDOL mark is black and white in contrast to
the AMERICAN 1DOL blue and white and while both marks are oval in shape, the
CARIBBEAN IDOL mark is distinctive in that stars are placed within the mark and
also stars form a tail on the left of the mark much like the tail of an airplane,

STHICARIBBEAN 1D0L concedes that its mark "CARIBEBEAN IDOL" and services
(entertainment) are similar to the name and services provided by "AMERICAN
IDOL" of the United States of America, but maintains that they are not
confusingly similar. 1t is unclear how they are not confusingly similar given the
similarities.

S8iMr, Johnson contends while the likelihood of association with an earliar mark is a
factor to be taken inte account, registration of a mark cannot be opposed unless
it is established that there is a genuine and properly substantiated likelihood of
confusion about the origin of the goods or services in question, Mere asscciation
in the sense that the later mark (CARIBEEAN IDOL) brings the earlier mark
(AMERICAN [DOL) to mind is not sufficient to bar the registration of the
CARIBBEAN IDOL mark, despite the reputation of AMERICAN IDOL.



59) Further, Mr. Jochnson, argues that the registration of a mark cannot be opposed
merely on the ground that the idea behind it and another mark are the same. He
states that the average consumer in Antigua & Barbuda is rational and would
wait to see if there is a true link or connection between Caribbean ldol and
American ldol.  Mr. Johnson believes there must be genuine and properly
substantiated grounds or evidence to show the confusing similanty about the
origin of the goods or services in question,

Decision

The relevant law

B0) Is the mark, “CARIBEBEAN IDOL" distinctive enough to be registered? Has it
been in use in Antigua & Barbuda to acquire distinctiveness?

611z the “CARIEBEAN IDOL" mark likely to deceive andfor cause confusion
between the goods andfor services of FremantleMedia Lid? Is the "CARIBEBEAN
IDOL" mark likely to cause members of the public to infer that there is some
connection or likelihood of association between CARIBEEAN 1DOL and
FremantleMadia Ltd?

G2} The mark that is registered by FremantleMedia Ltd. is IDOLS which dogs not
give any geographic indication. However, Caribbean ldol gives a geographic
location and differentiates from the registered mark, IDOLS, However, the ward
Caribbean iz not distinctive, It is describing region which is not unigue or a
badge or origin for its goods or services, Although, American ldol is not
registered it cannot be said that Antiguans and Barbudans are not aware of this
very well known programme which is regularly viewed.

G3)Section 2 of the Trade Marks Act of Antigua and Barbuda 2003, which is the
intarpretation  section, defines a “mark” as any visible sign capable of
distinguishing the goods or services of an entarprise.

Gd)Section 3(2)(i) of the Trade Marks Act of Antigua and Barbuda 2003 states that
"a trademark cannot be validly registered if it is incapable of distinguishing the
goods ar services of one enterprise from those of other enterprises”. This means

that a mark must be distinctive in order to be registered under the Trade Marks
Act 2003.

B5)Section 3(2)(v) of the Trade Marks Act of Antigua and Barbuda 2003 states that
“a trademark cannot he validly registered if it is identical with or confusingly
similar to, or constitutes a translation of a mark or tfrade name which 15 weall-
known in Anfigua and Barbuda for identical or similar goods or services of
another enterprise, or if it is well-known and registered in Antigua and Barbuda

g



for goods and services which are not identical ar similar to those in respect of
which registration is applied for, provided, in the latter case, that use of the mark
in relation to those goods or services would indicate a connection between those
goods or services and the owner of the well-known rmark and that the interests of
the owner of the well-known mark are likely to be damaged by such use”.

#68)Section 3(2)(vi) of the Trade Mark Act of Antigua and Barbuda 2003 states that a
mark cannot be registered if it is identical with a mark belonging to a different
propritar and already on the register, or with an earlier filing date or priority date
in respect of the same goods and services or closely related goods and services
or if so nearly resembles such a mark as to be lkely to deceive or cause
confusion.

67)A sign is deemed distinctive for the goods or services to which il is applied, when
it is recagnized by those to whom it is addressed as identifying the goods or
senvices from a particular lrade source ar is capable of being recognized.

58)A “distinctive character” means that the sign is apt to serve to identify the product
of service in respect of which registration is applied for as originating from a
particular undertaking and thus to distinguish that product from goods or services
of other undertakings”. (Para. 16, Societe des Produits Nestle 5.A v Mars UK Lid
All ER {(EC) 348)

§9) It would appear that Caribbean ldol has no distinctive charactaristic. In that, the
name is generic and the goods and services it wishes to provide does not appear
to originate from a particular regional undertaking. Mr. Johnson did not provide
any evidence of use of the mark and its distinctiveness on behalf of his clents.
Perhaps, if some evidence given it might have assisted in making some finding
regarding it having any distinctiveness.

700 It cannot be disputed that the IDOLS brand has not acquired worldwide
notariety.  Further, other entertainment shows, have used similar formats but
have not encroached on the 1DOLS brand.  For instance the following
entertainment shows”™ "The Voice, America’s Got Talent, X-Factor and
EUROVISIONT.

71)In assessing the distinctiveness of a mark Jacob J in British Sugar Plc. V James
Rabertson & Sons Ltd. [1996] RPC 281 states that the mark must be incapable
of application to goods of anyone 2lse and it must possess enough character that
peeple would generally regard it as indicating the provenance of goods and
SErVices,

72)The Advocate General in S.A. Cnl-Sucal NV v Hag GF AG (HAG I} {C-10/88)
[1990] E.C.R 1-3711 stated that trademarks find their justification in 2 harmanious
dovelailing between public and private interests and act as guarantee to the

1o



consumer that all goods beanng a particular mark have been produced by or
under the control of the same manufacturer,

73) If two marks are similar the consumers might be of the view that Caribbean ldol
would be of the same par as quality entertainment andfor goods as offered by
IDOLS.

74}In considering how the likelihood of confusion should be assessed the European
Caurt of Justice in SABEL BY v Puma AG and Rudalf Dassler Sport (C-251/25)
[1997] ECR [-6191 said that the mark must be appreciated 'globally’ taking into
account the recognition of the trade mark on the mark, the association which can
be made between the registered mark and the sign and the degree of similarity
between the mark and the sign and the goods and senvices.

75)n assessing the similarity of the marks, the European Court in the above
mentioned case further posited that the global appreciation of the visual, aural
or conceptual similarity of the marks in guestion_must be based on the
overall impression given by the marks bearing in mind, in particular, their
distinctive and dominant component. In analyzing ‘.. there exists a likelihood
of confusion on the part of the public...’ the Court states;

[That] it shows that the perceplion of marks in the mind of the average
consumer of ihe type of goods or services In gueshon plays & dacisive role
inr the fikelihood of confusion. The average consumer normally perceives a
mark as a whole and does not proceed (o analyse its varous defails.... the
mare distinctive the earlier the mark, the greater will be the likelihood of
confusion.

78) In applying the established case law in regards to the likelihoad of confusion of
the marks, the average Antiguan & Barbudan citizen, will not wait and to see if
there is a true link or connection between Caribbean Idol and American dol as
Mr. Johnson has stated in his evidence.  The average national consumer will
not proceed to analyse the marks various details, The IDOLS mark in my view is
g0 well known that there will be a likelihood of confusion hetween the fwo marks.

77)n determining the distinctive character of a mark the European Court of Justice
in Lloyd Schuhfabrik Meyer and Co GmbH v Kliisen Handel BY [1938] Al ER
{EC) 587 held that it iz necessary to make a global assessment of its capacity to
identify the goods or services for which it has been registered as coming from a
particular undertaking.

T81The likelihood of confusion and distinctive character are both based on the
consumer obtaining an indication from the sign used as a mark that the
designated product criginates from the proprietor of the mark. (Para. 39 Scciete
des Produits Nestle SA v Mars UK Lid 200E).
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7@ Fremantlefedia Ltd contends that the CARIBBEAN IDOL mark is likely to cause
confusion, as it is similar and identical to its mark IDOLSE and its varianls and
therefore is void of any distinctiveness.

g0)Although, the CARIBBEAN IDOL mark is formatted differently, due the popularity
of the AMERICAN IDOL entertainment show, it would cause canfusion on the
part of the public. It would appear as a franchise to the national population.

Conclusian

1)After extensive review of the arguments and consideration of the cited cases, |
have faund Caribbean Idol to be not distinctive. The word Caribbean is not only
descriptive of a geographic region as was claimad by the opponent but it is my
view extremely vague and generic. It iz not prudent for any person to own the
exclusive rights to a geographic region because there not only ones occupying
the territory.

82} In my view, Caribbean Idal is incapable of distinguishing the goods and services
of their enterprise from those of FremantleMedia Lid.

83)The disclaimer of the word "Caribbean” means that what is left IDOL. This is
almost identical to FremantleMedia Ltd. trade mark that has been previously
registerad in Antigua & Barbuda since 2002,

841 Section 3(2)(v) of the Trade Marks Act of Antigua and Barbuda 2003 states that
"a trademark cannot be validly registered if it is identical with or confusingly
similar to, or constitutes a translation of a mark or tfrade name which is well-
known in Antigua and Barbuda for identical or similar goods or services of
another enterprise, ar if it is well-known and registered in_Antigua and Barbuda
for goods and services which are not identical or similar fo those in respect of
which registration is applied for, provided, in the latter case. that use of the mark
in relation fo those goods or senvices would indicate a connection between those
goods or services and the owner of the well-known mark and that the interests of
the awner of the well-knocwn mark are likely to be damaged by such use.”

85) American ldol to my mind is a very well known global trade name. | do not think
that is can be argued that it is not. The goods and services are confusingly
similar for this well known trade name, that being clothing and entertainment.

86) In reviewing just the IDOLS mark which is registered in Antigua and Barbuda
where the goods are nol similar. paper, (except paper hangings), stationary and
book bindings, that being Class 38 | believe that the use of the Caribbean [dol
mark would indicate a cannection between those goods or services of the owner
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of the well-known mark and the interests of the owner of the well-known mark are
likely to be damaged by such use.

87)Section 3(2){vi) of the Trade Mark Act of Antigua and Barbuda 2003 states that a
mark cannot be ragistered if it is identical with a mark belonging to a different
proprietor and already on the register, or with an earlier filing date or pricrity date
in respect of the same goods and services or closely related goods and services
or if =0 nearly resembles such a mark as to be likely to deceive or cause
confusion. This section is not as relevant with respect to filing dates however;
marks that are identical belonging to proprietors should not be registrable.

g8)American ldal is an extremely well known show watched by millions of viewers
globally, including Antigua. The average viewing demagraphic locally would think
that there is a connection and or association between Caribbean ldol and
American [dol show in my view.

891 do not find the CARIBBEAN IDOL mark to be distinctive from the [DOL mark,
due to the inherent similarity and format of the services offered by both
CARIBBEAN IDOL and FremantleMedia Ltd. Only a trademark, which departs
significantly from the norm or customs of the sector and thereby fulfills its
essential function of indicating origin, is not devoid of any distinctive character.
(Para. 3 Henkel v OHIM Joined cases C-456/01 P and C-457/01 P [2004]
ECR 1-5089, EC.)

80} Although, not registered in Antigua and Barbuda, due to the popularity of
AMERICAN IDOL, if CARIBBEAN IDOL is registered, there will be a likelihood of
confusion on the part of the public with regards to services offered by
FremantleMedia Ltd and CARIBEBEAN IDOL (ANTIGUA & BARBUDA 1D0L) INC.

91) An individual might say, for instance, “did you watch [DOL last night instead of
American ldol?" In this instance, it can be argued that the registration of ancther
mark with the same “IDOL" would lead fo confusion. This sort of confusion is
sometimes referred to as contextual confusion. It is here that Caribbean ldol
would confuse the public giving the public the impression that they are
associated with the owners of the trademark.



82} The application for registration of the CARIBBEAN IDOL mark is denied.

53 No determination is made as to costs an this matter.

Dated 28th August, 2013

R

Mis= Ricki Camacho
Registrar
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