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ECISION AND REASONS FOR THE DECISION

The Application

1.

On November 23, 2018, JHO Intellectual Property Holdings, LLC, of 1600 North
Park Drive, Weston, Florida, 33326, U.S.A through its agents, Lake & Kentish,
Attorneys-at-Law (hereinafter referred to as “the Applicant” applied under the
Trade Marks Act 2003 for registration of the following trade mark: Super Creatine.

The Application relates to the following classes and goods of the Nice
Classification:

Class 1: Chemical Compound for use in the manufacture of nutritional and
dietary supplements and beverages.

Class 5: Dietary Supplements and nutritional supplements.

On November 23, 2018, an Acknowledgement of Reception was issued to Lake &
Kentish pertaining to the application for Super Creatine.

On March 27, 2019, a provisional refusal was issued to Lake & Kentish pertaining
to formalities and outstanding fees owed.




5. On May 16, 2019, the outstanding fees were settled, and the statutory declaration
was filed by the Applicant.

6. Super Creatine was published in the Antigua and Barbuda Official Gazette on June
25, 2020, volume XL, no.48 page 19 in accordance with section 5(3) of the Trade
Marks Act 2003.

Grounds of Opposition

7. On September 24, 2020, a Notice of Opposition accompanied by the Statement of
Grounds, Form 3, was filed by Ms. Safiya Roberts Swatton of Roberts & Co, on
behalf of Monster Energy Company of 1 Monster Way, Corona California, 92879,
United States of America (hereinafter referred to as “the Opponent”).

8. The Opponent filed the Opposition pursuant to section 5(4) of the Trade Marks
Act and section 19(1) and (2) of the Trade Marks Regulations 2006. The
opposition was filed within time.

9. According to the Statement of Grounds (hereinafter the Opponent's Grounds) filed,
the Opponent opposes the proposed registration of the trade mark on the following

grounds:

(i)

(ii)

(iif)

Super Creatine is likely to mislead the public or trade circles,
especially as to the nature or characteristics of the goods in violation
of section 3(2)(1) of the Trade Marks Act and the definition of “mark”
found in section 2 of the Trade Marks Act.

The Super Creatine sign is used in commerce and in connection with
BANG brand energy drinks which are marketed by entities related to
the Applicant presumably under a licence agreement.

The Applicant and its related entities or licensees had not used the
sign Super Creatine in commerce on goods in Antigua and Barbuda
prior to the date of filing the Application.

Super Creatine is likely to mislead the public or trade circles as
regards to the geographical origin of the goods or services




(v)
(vi)

(vii)

(viii)

(ix)
(x)

(xi)

concerned or their nature of characteristics as per section 3(2) of the
Trade Marks Act.

The specifications of goods in classes 1 and 5 are overly broad.

The use of the sign Super Creatine on goods that do not contain
creatine would be misdescriptive and deceptive, resulting in the
likelihood of the public or trade circles being misled.

Creatine is a commonly used ingredient in supplements and
beverages, a member of the public or trade circles would reasonably
assume that any supplement or beverage marketed with the sign
Super Creatine contained creatine.

The use of Super Creatine on goods would like to deceive as to the
quality of the goods.

A likelihood of deception exists.

Sales of products marked with Super Creatine by the Applicant are
very likely to mislead.

The sign Super Creatine is devoid of distinctive character. Super
creatine is generic or, at best, merely descriptive. A mark cannot be
validly registered if it is incapable of distinguishing the goods or
services of one enterprise from those of other enterprises as per
section 3(2)(i) of the Trade Marks Act.

10. Attached to the Opponents Statement of Grounds are six exhibits in support of
their Opposition application.

11. On September 29, 2020, the Applicant was notified via letter from the Registrar of
the Notice of Opposition and Statement of Grounds as in accordance with section
5(5) of the Trade Marks Act and 19(4) of the Trade Marks Regulations. The
Applicant was also sent a copy of the opposition documents received in support of
the opposition application.

12.0n January 11, 2020, the Applicant appointed Richards & Company as their
representative. Subsequently, Ms. Kalisa Mark, Attorney-at-Law they filed and
requested for an extension of time to respond to the Notice of Opposition and




Statement of Grounds dated September 24, 2020. The Applicant asked for sixty
days to receive further instructions to prepare a response to this matter.

13. On January 15, 2020, the Registrar wrote and exercised her discretion to accept
the request for the extension and grant the sixty-day extension as per section 20(2)
of the Trade Marks Act.

Notice of Defence and Counterstatement

14, On March 18, 2021, the Applicant filed the Notice of Defence and
Counterstatement into the Registry.

15. The Applicant in its counterstatement states:

(i)

(ii)

(iii)

(iv)

Super Creatine is inherently distinctive as a suggestive mark. The mark
indicates the nature of the goods but do not provide a description as to the
characteristics, this is left to the imagination of the consumer.

It is accepted that “creatine” is a commonly used term and can be classed
as generic. By this, the Applicant does not wish to make any claim to the
exclusive right to the use the term “creatine”.

The mark which the Applicant seeks to register is “Super Creatine”, and not
two distinct and separate words. Trade mark rights are country specific, thus
notwithstanding any use of the term “Super Creatine” by other merchants,
to the extent that it becomes generic in one country does not affect the mark
being used and recognized as a trade mark in another country. As a result,
the Opponent has failed to show that the mark “Super Creatine” is a generic
mark in Antigua and Barbuda.

Super Creatine has been considered inherently distinctive and obtained
registration in other countries. The Applicant lists the United States,
Paraguay, Bolivia, Turks and Caicos and Argentina as having obtained
registration for the trade mark, Super Creatine. The Applicant has attached
copies of the registration certificates from Argentina, Paraguay, and the
United States of America in support of its Notice and Counterstatement.

The Mark Super Creatine is not likely to mislead the public as to its
characteristics. The mark is currently in use in relation to the class of goods
for which the application pertains.




16. On June 17, 2021, the Registry wrote to the Opponent as per section 21(4)(a) of
the Trade Marks Regulations.

17.0n September 22, 2021, the Opponent wrote requesting an extension time for two
months.

18.0n October 1, 2021, the Registrar wrote to the Opponent on 1t October 2021
granting the two-month extension.

19.0n October 11, 2021, the Opponent filed a form, known as “Form 6", which is a
Notice of Giving Evidence.

20.Paul Dechary, Senior Vice President, and Deputy General Counsel at Monster
Energy Company has sworn the statutory declaration in support of the opposition
application with several exhibits in support.

21.0n October 25, 2021, the Registrar wrote to the Applicant’s Attorney, Ms. Kalisa
Marks of Richard & Company informing them that the Registry was in receipt of a
notice giving evidence by the Opponent.

22.0n February 4, 2022, the Applicant’s Attorney-at-Law wrote to inform the Registrar
that their instructions are at this time to take no further steps in this matter.

23.0n May 11, 2022, the Registry wrote to the Opponent informing them of the
Applicant’s letter and indicated that the Registrar will proceed to decide on the
Application in accordance with section 22(1). Subsequently, a letter was sent on
May 16, 2022, to the Opponent asking whether they wish to be heard copying the
Applicant as in accordance with Section 21(8) of the Trade Marks Regulations and
the Applicant was copied.

Decision

24.The Trade Marks Act at section 3(2)(i) states that a Trade Mark cannot be validly
registered if it is incapable of distinguishing the goods of one enterprise from those
of other enterprises.

25.1n deciding in whether Super Creatine is distinctive we would look to case law:

26.In Procter & Gamble v OHIM ('BABY-DRY") [1999] ECR 11-2383, the Court of
First Instance held that 'BABYDRY' was not capable of constituting a Community

6




trade mark because 'BABY-DRY" consisted exclusively of words which may serve,
in trade, to designate the intended purpose of the goods. The Court also decided
that the mark was devoid of distinctive character and that it was therefore not
eligible for registration under Article 7(1)(b) and (c) of the Regulation. In contrast,
the Court of Appeal, however overturned that decision on a substantive issue,
holding that only signs or indications which could only be perceived by the public
as designating the characteristics of the goods concerned and which as such are
deemed incapable of fuffilling the distinguishing function of a trade mark of
enabling goods to be associated with the undertaking marketing them, by
distinguishing them from goods of the same kind from competing undertakings,
may be refused registration as Community.

27.In the case of JW Spear & Sons Ltd and others v Zynga Inc (2015) EWCA Civ
290, the court held that: “the global assessment of the likelihood of confusion, in
relation to the visual, aural or conceptual similarity of the marks in question, must
be based on the overall impression given by the marks, bearing in mind, in
particular, their distinctive and dominant components.”

28.This case concerned the use of the Community Trademark of the board game
Scrabble being infringed by another board game called “Scramble” or “Scramble
with Friends”. It was decided that due to the similarity in the use of the stylised “M”
in Scramble’s Logo, it would lead to confusion with Scrabble’s Trademark.

29.Floyd LJ held that some people in Zynga thought they were sailing. close to the
wind in adopting it. To his “untutored eye” the turning of the letter “M” onto its side
gives the impression that the word is “SCRABBLE”. The “M” at a quick glance
could look like a “B”. In addition, at paragraph 161 the judge rejected Zynga's case
that “WITH FRIENDS” was the distinctive part of SWF, to which “SCRAMBLE" was
a merely descriptive addition. He noted that the “WITH FRIENDS” addition would
not assist Zynga if he had determined that “SCRAMBLE” was not descriptive.
Thus, it was incapable of distinguishing from that of Scrabble.

30. Similarly, in Phillips Morris Products SA v British American Tobacco Brands
Limited ANUHCV 2010/ 0395, the Court upheld the Registrar’s decision that the
reputation of the Opponents trade mark is such that the use of the Applicant’s trade
mark would likely to deceive or cause confusion in Antigua and Barbuda because
the mark of the Opponent’s “Mariboro” roof device is not distinctive with the
Applicant’'s “Embassy” mark and device.

31. The Opponents have stated that Super Creatine is generic or, at best, merely
descriptive. In reviewing the evidence provided by the Opponents | find that the




mark being applied for is merely descriptive of qualities of the product, creatine.
“Super” is merely a descriptive term for “creatine”.

32.In assessing whether the trademark is likely to mislead the public or trade circles,
in particular as regards the geographical origin of the goods or services concerned
or their nature or characteristics, we referenced the following case law: Starbucks
(HK) Limited and another (Appellants) v British Sky Broadcasting Group PLC
and others (Respondents) (2015).

33. In contrast, in Starbucks (HK) Limited and another (Appellants) v British Sky
Broadcasting Group PLC and others (Respondents) (2015), Arnold J decided
that the Respondent using the name “SKY Now TV” in the UK did not amount to
passing off to the Appellant, “PCCM Now TV” which is based in Hong Kong due to
the trade marks originating from two different jurisdictions.

34.In paragraph 158 of the judgment Arnold J stated that: “if he had found PCCM to
have a protectable goodwill in the UK, he would have accepted that there was a
likelihood that a substantial number of UK viewers who were previously familiar
with ‘PCCM's NOW TV’ would wrongly believe that ‘Sky's NOW TV’ emanated from
the same or a connected source.” Thus, the name “SKY NOW TV” was not
misleading to “PCCM NOW TV”. However, in this present case, Super Creatine is
misleading as it is descriptive of the goods, in addition to the likelihood that
consumers would believe the goods contain thereof included creatine when it does
not.

35.The nature of the goods is incapable of being distinguished contrary to section
3(2)(i) of the Trade Marks Act of Antigua and Barbuda 2003.

36.1 am of the view that Super Creatine, is likely to mislead the public or trade circles
as it pertains to the nature and/or characteristics of the goods to which section
3(2)(iii) of the Trade Marks Act of Antigua and Barbuda 2003 underscores.

37.The Applicants in this case have offered no evidence to rebut that of the
Opponent'’s as per their letter January 28, 2022.

Conclusion

38. Accordingly, | find that the Super Creatine mark cannot be registered because it is
incapable of distinguishing the goods of one enterprise from those of other




enterprises and is merely descriptive of the qualities of the goods. Therefore, it
should not be registered as a trademark as it is descriptive and not distinctive.

39.Additionally, contrary to section 3(2)(iii) of the Trade Marks Act, the nature of the
goods is likely to mislead the public, as consumers would believe that the goods
actually contain creatine when the evidence provides that this is of the contrary.
Thus, | have decided that the mark will not be registered.

40.No order is made to Costs.

_@W

Ms. Ricki Camacho

Registrar

Dated: 16" August, 2022




